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TRANSMITTAL LETTER 
(General - Patent Pending) 


Docket No. 
0942-00311 


IrtvRe Applicatio^f: Kimberly Murley 


Application No. 

Filing Date 

Examiner 

Custonner No. 

Group Art Unit 

Confirmation No. 

10/686,251 

10/15/03 

Unknown 

26659 

3765 

7618 


Title: OFFSET SEAM SEWING PROCESS 


COMMISSIONER FOR PATENTS: 

Transmitted herewith is: 

Check in the amount of $130.00 (Check No. 19576) 
Fee Transmittal for FY 2004 

Request for Reconsideration of Petition Under 37 CFR 1.47(b) 

Declaration of Robert A. Dunn 

Postcard 


in the above identified application. 


□ No additional fee is required. 

El A check in the amount of $130.00 is attached. 

13 The Director is hereby authorized to charge and credit Deposit Account No. 04-1 131 
as described below. 
□ Charge the amount of 
|x| Credit any overpayment. 
|x| Charge any additional fee required. 

□ Payment by credit card. Form PTO-2038 is attached. 

WARNING: Information on this form may become public. Credit card information should not be 
included on this form^^Prqvide credit card information and authorization on PTO-2038. 


Dated: September 30, 2004 
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Robert A. Dunn (Reg. No. 30,556) 

Dinnin & Dunn, P.C. 

2701 Cambridge Court, Ste. 500 

Auburn Hills, Ml 48326 

(248) 364-2100 
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sufficient postage as first class mail in an envelope 
addressed to the "Commissioner for Patents, P.O. Box 
1450. Alexandria, VA 22313>145 ty3[BgCFR 1.8(a)] o . 

(Date) 


Signature of Person Mailing Correspondence 

Michelle Keydel 


Typed or Printed Name of Person Mailing Correspondence 
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TRANSMITTAL 
for FY 2004 

Effective 10/01/2003. Patent fees are subject to annual revision. 


Complete if Known 


Application Number 


Filing Date 


First Named Inventor 


10/686,251 


10/15/03 


Kimberly Murley 


I I Applicant clainns snnall entity status. See 37 CFR 1 .27 


Examiner Name 


Nancy Johnson 


TOTAL AMOUNT OF PAYMENT 


{$) 


Art Unit 


3765 


S130.00 


Attorney Docket No. 


0942-00311 


METHOD OF PAYMENT (check an that apply) 


FEE CALCULATION (continued) 


^ Check □ Credit card Q ^oj^V Q Other []] None 
1 Deposit Account: 


3. ADDITIONAL FEES 


04-1131 


Dinnin & Dunn, P.C. 


Deposit 
Account 
Number 

Deposit 
Account 
Name 

The Director is authorized to: (check all that apply) 

[~| Charge fee(s) indicated below Credit any overpayments 

1^ Charge any additonal fee(s) or any underpayment of fee(s) 

Charge fee(s) indicated below, except for the filing fee 
to the above-identified deposit account. 


FEE CALCULATION 


1. BASIC FILING FEE 


I arge Fntity 


Fee Fee 
Code ($) 

1001 770 


1002 
1003 
1004 


340 
530 
770 


1005 160 


Small Fntity 


Fee Fee Fee Description 
Code ($) 

2001 385 Utility filing fee 

2002 170 Design filing fee 

2003 265 Plant filing fee 

2004 385 Reissue filing fee 

2005 80 Provisional filin g fee 
SUBTOTAL (1) 


Fee Paid 


2. EXTRA CLAIM FEES FOR UTILITY AND 

Fee from 

Extra Claims 

Total Claims 1 


below Fee Paid 


.20** = 


Independent 
Claims 
Multiple Dependent 


:-3"= c 


0.00 


0.00 


: = i: 


karge Entity 

Small EntitY 

Fee Fee 
Code ($) 

Fee Fee 
Code ($) 

1202 18 

2202 9 

1201 86 

2201 43 

1203 290 

2203 145 

1204 86 

2204 43 

1205 18 

2205 9 


Fee Description 

Claims in excess of 20 

Independent claims in excess of 3 

Multiple dependent claim, if not paid 

Reissue independent claims 
over original patent 

Reissue claims in excess of 20 
and over original patent 


La roe Entitv 

Small 

.Entitv 

Fee 
Code 

1051 

Fee 
($) 
130 

Fee 
Code 
2051 

Fee 
($) 

65 

Fee Description 

Surcharge - late filing fee or oath 

1052 

50 

2052 

25 

Surcharge • late provisional filing fee or cover 
sheet 

1053 

130 

1053 

130 

Non - English specification 

1812 2.520 

1812 

2.520 

For filing a request for ex parte reexamination 

1804 

920* 

1804 

920* 

Requesting publication of SIR prior to Examiner 
action 

18051. 840* 

18051.840* 

Requesting publication of SIR after Examiner 
action 

1251 

110 

2251 

55 

Extension for reply within first month 

1252 

420 

2252 

210 

Fytpn^lnn fnr rpniv within ^pfnnH mnnth 

1253 

950 

2253 

475 

Extension for reply within third month 

1254 

1.480 

2254 

740 

Extension for reply within fourth month | 

1255 

2,010 

2255 

1.005 

Extension for reply within fifth month 

1401 

330 

2401 

165 

Notice of Appeal 

1402 

330 

2402 

165 

Filing a brief in support of an appeal 

1403 

290 

2403 

145 

Request for oral hearing 

1451 

1.510 

1451 

1,510 

Petition to institute a public use proceeding 

1452 

110 

2452 

55 

Petition to revive - unavoidable 

1453 

1.330 

2453 

665 

Petition to revive - unintentional 

1501 

1,330 

2501 

665 

Utility issue fee (or reissue) 

1502 

480 

2502 

240 

Design issue fee | 

1503 

640 

2503 

320 

Plant issue fee | 

1460 

130 

1460 

130 

Petitions to the Commissioner 

1807 

50 

1807 

50 

Processing fee under 37 CFR § I .i7(q) | 

1806 

180 

1806 

180 

Submission of Information Disclosure 
Statement 

8021 

40 

8021 

40 

Recording each patent assignment per property 
(times number of properties) 

1809 

770 

2809 

385 

Filing a submission after final rejection 
(37 CFR § 1.129(a)) 

1810 

770 

2810 

385 

For each additional invention to be examined 
(37 CFR § 1.129(b)) 

1801 

770 

2801 

385 

Request for Continued Examination (RCE) | 

1802 

900 

1802 

900 

Request for expedited examination 
of a design application 

Other fee (specify) 


1 


Fee Paid 


130.00 


SUBTOTAL (2) 


($) 


so.oo 


''*or number previously paid, if greater; For Reissues, see above 


'Reduced by Basic Filing Fee Paid 


SUBTOTAL (3) 


($) SI30.00 



WARNING: information on tills form may become public. Credit card information should 
not be included on this form. Provide credit card information and authorization on 

This collection of Information is required by 37 CFR 1 .17 and 1 .27. The information is required to obtain or retain a benefit by the public which is to file (and by the 
USPTO to process) an application. Confidentiality is governed by 35 U.S.C. 122 and 37 CFR 1.14. This collection is estimated to take 12 minutes to complete, 
including gathering, preparing, and submitting the completed application form to the USPTO. Time will vary depending upon the individual case. Any comments 
on the amount of time you require to complete this form and/or suggestions for reducing this burden, should be sent to the Chief Infomiation Officer. U.S. Patent 
and Trademark Office. U.S. Department of Commerce. P.O. Box 1450, Alexandria. VA 22313-1450. DO NOT SEND FEES OR COMPLETED FORIWS TO THIS 
ADDRESS. SEND-TO: Commissioner_for.eatents.,P.O. Box_1450. Alexandria. VA 22313- 1450. 

If you need assistance in completing the form, call 1-800'PTO-9199 and select option 2. 


IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
10/686251 


Inventor: Kimberly Murley 

Title: Offset Seam Sewing Process 

Filed: October 15, 2003 

Examiner: Nancy Johnson 

Law Office: Office of Petitions 

Attorney Docket No: 0942-003 1 1 


Commissioner of Patents 

United States Patent & Trademark Office 

PC Box 1450 

Arlington, VA 22313-1450 


REQUEST FOR RECONSIDERATION OF 
PETITION UNDER 37 CFR SL47(b) 

This is a reply to the initial decision refusing status under 37 CFR §L47(b). Examiner had 

requested petitioner: 1) present further proof of diligent effort to reach the non-signing inventors, 

2) provide a statement of the last known address of inventors, and 3) present a prima facie case of 

proprietary interest. 


PROOF OF DILIGENT EFFORT IN REACHING NON SIGNING INVENTORS 

The status of the non-signing inventors has changed. Debra Tiensivu has stated that she is 

not an inventor and has signed an affidavit along with a statement of no deceptive intent. The 

remaining inventor, Kimberly Murley, and the assignee, Irvin Automotive, have also signed 

statements agreeing to the change of inventorship. These documents are attached. 
lO/OS/2004 UABDELRl 00000011 10666851 
01 FC:1460 130.00 OP 
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Kimberly Murley has refused to sign an oath or declaration that Irvin Automotive. A letter 
from her attorney is included as well. 

LAST KNOWN ADDRESS OF NON-SIGNING INVENTORS 

Kimberly Murley can be contacted through her attorney, Matthew J. Schmidt of Reising, 
Ethington, Barnes, Kisselle, P.C., 201 West Big Beaver, Suite 400, Troy, MI 48084. 

PROOF OF SUFFICIENT PROPRIETARY INTEREST 
A rule 47 applicant is required make out a prima facie case of proprietary interest. This 
interest can be shown through legal memorandum that an appropriate court of jurisdiction would 
by the weight of the authority of the jurisdiction award title of the invention to the rule 47 
applicant. Since the issue of employer-employee obligations to assign the rights to a patent does 
not arise out of patent law, and the inventor is a Michigan resident employed in Michigan, 
Michigan has both subject matter jurisdiction and personal jurisdiction.^ The main issue in this 
case, whether the inventor-employee was employed to invent, is a question of fact.^ A prima facie 
case of proprietary interest has been presented.^ 

The Michigan Supreme Court has held that "the failure specifically to allege an agreement 
between the parties that the corporation was to be the owner of the invention" is not in itself 
insufficient. "It is sufficient that such an agreement or understanding can fairly be inferred from 
the facts pleaded.""* 

Ms. Murley submitted to Irvin on February 6, 2003 an invention disclosure for the process 
applied for. (Appended hereto). Ms. Murley lists "irvin Automotive" in the title block, which is an 
admission that the invention belongs to Irvin. This alone, the inventor's own actions, establish that 
the inventor knew that the invention belonged to Irvin. 
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The details of Ms. Murley's employment also confirm Irvin's right to the invention. Even 
though Ms, Murley has no college degree, she was promoted from sewing machine operator to 
associate engineer in 1992, and then in 1994 to product engineer, positions likely to be considered 
as hired to invent, a responsibility commensurate with her promotion from an hourly to a salaried 
employee and an increase in wages of approximately 33% to $32,240 per year. In 2000, Ms. 
Murley was promoted to "Development Supervisor" and then on September 25, 2000 was given 
the title "Prototype and Development Manager". She received an increase in salary from $55,000 
to $77,000 (a 40% increase) over a four month span. Ms. Murley was responsible for Irvin's 
prototype shop from 2000 until February 3, 2003 (which she confirmed in writing on January 15, 
2003). On November 15, 2002, Ms. Murley was given the title of "Manager, VA-VE Cost 
Savings" (Value Analysis, Value Engineer) and tasked with reducing costs in the Irvin Seat Trim 
division (and received a $5,000 bonus for accepting the new assignment). Either of these positions 
clearly impose an obligation upon Ms. Murley under Michigan law to assign the invention to Irvin. 
It is also clear that the invention was clearly within Ms. Murley' s responsibilities and was 
conceived on Irvin's time and with Irvin's materials. 

In this instance, an agreement can also be inferred from the signing of the 
nondisclosure/noncompetition agreement upon her promotion to Prototype and Development 
manager in 2000. Additional evidence that there was such an agreement are other inventions by 
similarly situated Irvin employees that were assigned to Irvin, including a January 2003 patent 
entitled "Sewing machine for close-tolerance stitching" which was developed under Ms. Murley.^ 

The Michigan Supreme Court has also held that if the facts show that an inventor- 
employee had been employed to devise a new device or make improvements to an existing device, 
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the employer would be entitled to assignment of the patent.^ The Courts reasoning was based 

upon their quote from U.S, v. Dublier Condenser: 

One employed to make an invention, who succeeds, during his term of service, in 
accomplishing that task, is bound to assign to his employer any patent obtained. The 
reason is that he has only produced what he was employed to invent. His invention is the 
precise subject of the contract of employment.^ 

The issue in Michigan focuses on whether the inventor-employee was hired to invent and Ms. 
Murley was hired to invent products for Irvin Automotive. 

Irvin was interested in reducing cost in its sewing processes during the time Ms. Murley 
was their Prototype Development Manager, and three months before her conception was reduced 
to writing, Ms, Murley was specifically tasked with cost reduction. This is one of the EXACT 
advantages achieved in the invention, reduction of the more expensive leather material. Ms. 
Murley was also acting as Irvin' s Prototype Development Manager when the invention was 
conceived. The affidavit of Debra Tiensivu, provided by the inventor's attorney, states that the 
inventor was her manager and, "specifically requested and instructed" Ms. Tiensivu to perform 
work on the invention in the prototype shop. As the Prototype Development Manager at Irvin, 
Ms. Murley had a fiduciary duty to protect the interests of Irvin and not abuse her position as 
manager. ^ Ms. Murley was employed to manage the development of Irvin' s inventions as her title 
of Prototype Development Manager would suggest. Her recent departure from Irvin Automotive 
does not change this. 

Petitioner has shown a prima facie case of proprietary interest. Therefore, petitioner 
respectfully requests a reconsideration of petition under 37 CFR § 1.47(b). If you have any 
questions, or if the applicant may provide any further information, the examiner is invited to 
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contact the undersigned. 


Respectfully submitted, 


DINNIN & DUNN, P.C. 



By: 


^f^^t/ ^-^^^ 

Robert A. Dunn (Reg. No. 30,556) 

2701 Cambridge Court, Suite 500 

Auburn Hills, Michigan 48326-2510 

(248)364-2100 


Attorney for Applicant 


Dated: September 30, 2004 


^ A&C Engineering Co. v Atherholt, 95 N.W.2d 871, 355 Mich 677, 681-682 (1959). LA. Young Spring & Wire 
Corp. V. Falls, 292 N.W. 498, 293 Mich 602 (1940). Michigan CivilJurisprudence, Patents and Inventions, §34 
State Jurisdiction, 51. 

^ Gear Grinding Machine Co. v. Stuber, 276 N.W. 514, 282 Mich. 455, 459 (1937). Issue was whether the inventor- 
employee was employed to invent. 
^ Smith V Globe Life Insurance Company, 597 NW2d 28, 460 Mich, 446 (1999). 

^ A & C Engineering Co. v Atherholt, 95 N.W.2d 871, 355 Mich 677, 685 (1959). Order that inventor-employee 

assign the patent rights to employer despite the lack of an explicit contract was affirmed, 
^ U.S. Patents: 6,715,435; 6,709,039; 6,701,995; 6,543,832; 6,220,462; 6,213,186; 6,120,084; 6,039,105; 
5,947,358; 5,934,354; 5,813,449; 5,762,307; 5,749,618; 5,716,091; 4,999,599; 4,993,772; 4,988,119; 

4,986,674; RE33,423 
^ Gear Grinding at 462. 

^ United States v. Dublier Condenser Corp., 289 U.S. 178, 187 (1933). Inventor-employee could not exclude 

government-employer from using the invention. 
^ "At the direction of Kimberly Murley, my supervisor at the time, I transferred patterns given to me by Ms, Murley 

onto Mylar, and cut out patterns from the Mylar. 1 did not perform any work beyond that specifically requested and 

instructed by Ms. Murley." See attached Affidavit of Debra J. Tiensivu. 
^ LA. Young Spring & Wire Corp. v. Falls, 292 N.W. 498, 293 Mich 602 (1940). Employee had fiduciary duty to 

employer, due to the nature of position, to protect the employer's patent rights. 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 


Serial^o: 


10/686251 



Kimberly Murley 


ventor: 


Title: 


Offset Seam Sewing Process 


Filed: 


October 15,2003 


Examiner: 


Nancy Johnson 


Law Office: Office of Petitions 


Attorney Docket No: 0942-003 1 1 
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DECLARATION OF ROBERT A, DUNN 


I, Robert A. Dunn, state as follows: 

I am the attorney of record in this case, and represent Irvin Automotive Products, Inc. 
with respect to patent matters. When Ms. Murley disputed her title at the time of conceiving the 
invention at issue, I requested and was permitted to review Ms. Murley' s employment file. The 
facts recited in the concurrently submitted Request for Reconsideration were derived by me from 
documents in Ms. Murley' s employment file. I chose not be submit these documents unless the 
facts are challenged so as to best preserve the confidentiality of the file. 

I declare under penalty of perjury that the foregoing is true and correct. 

Executed on this P ^ day of September, 2004 in Auburn Hills, Michigan. 



Robert A. Dunn 
Dinnin & Dunn, P.O. 

2701 Cambridge Court, Ste. 500 
Auburn Hills, MI 48326 
(248)364-2100 
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^^^j ^ffidavit of DEBRA X TIENSIVU with Regard to U.S, Patent ApDlication 
^^'^^^^^^ Serial No. 10/686 J51 for an Offset Seam Sewing Process 


I, DebraXTiensivu, declare as foliows: ^ / 

L Upon infonnation and belief, I have been named as an inventor on U.S. Patent Application 
Serial No. 10/686,251 for an Oflfeet Seam Sewing Process. 

2. I believe that I signed one or more documents relating to the above noted patent application 
Upon infomiation and belief, these documents may have included a Declaration of 
inventorship and an assignment to Irvin Automotive. I signed the documents presented to 
me at the direction of my supervisor, Roger Woodside, and his supervisor. Bill Berghoff, 
and in the presence of both of these gentiemen. I was shown only one page of the 
documents I signed and was not able to review the entire documents. I felt pressure to sign 
the documents because at that time I beheved and was very concerned that my job was in 
jeopardy. 

3. At the time of signing these documents, I was informed that because I helped on a project to 
carry out the previously conceived and developed process of the subject invention that I 
could and should sign the documents presented to me. I was not given a copy of the patent 
appUcation to review prior to being directed to sign the documents presented to me. I did 
not review any portion of the subject patent application prior to signing the documents 
presented to me. I was not given the opportunity to see, review or read the claims of the 
patent application prior to sigping the documents presented to me. 

4. Prior to being asked to sign the documents presented to me I was never asked to descnl^e or 
discuss the level of my involvement with this project. At no time after signing the 
documents presented to tne have I been asked to describe or discuss the level of my 
involvement with tiiis project 

5. I have now been given a copy of the above noted patent appUcation. I have reviewed this 
patent £^lication in its entirety including each of the claims. 

6. . I did not conceive of or develop any of the subject matter in the patent appUcation, and 

specifically, I did not conceive of or develop any of the subject matter set fordi in any of the 
claims. In fact, I had only very minimal and routine involvement with the project to carry 
out the previously conceived and developed process of the subject invention. At the 
direction of Kimberly Murley, my supervisor at that time, I transferred patterns given to me 
by Ms. Murley onto Mylar, and cut out patterns from the Mylar. I did not perform any work 
beyond that specifically requested and instructed by Ms. Murley. I did not add anything to 
the patterns Ms. Murley gave me, nor did I deviate fix)m those patterns. 

7. Upon information and beUef, Kimberly Murley conceived and developed the stated 
invention including all of the claimed subject matter I have had this understanding and 
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belief since my earliest involvement with this matter, and believe the rest of the department 
in which I worked had the same understanding and belief 

8, In view of the above, I know thjat I am not an inventor of the inventive subject matter. I 
• have already requested that I be removed as an inventor from the patent application in an e- 

mail I sent to Mr. William Berghoflf on July 17, 2004. Additionally, in conjunction with this 
afSdavit, I have executed documents pursuant to 37 C.F.R. 1.48(aj to remove me as a listed 
inventor on this patent applicatioa These documents set forth that I was erroneously named 
as an inventor on the subject patent application and that I did not sign any Declaration of 
inventorship with any intent to deceive anybody. 

9. All statements in this affidavit made on my own knowledge are true and all statements made 
on information and belief are believed to be true. I acknowledge that wiUful false 
statements and the like are punishable by fine or imprisonment, or both (18 U.S.C. § 1001) 
and may jeopardize the validity of the application or any patent issuing thereon. 



m THE mSITED STATES PATENT AN1> TRAJ>EMARKOf¥ICE 

In re application of: Murley, Kimberly 

Application No.: 10/686,251 Group No.: 

Filed: October 15, 2003 Examiner 
For: OiSiset Sram Sewing Process 

Commissioner for Patois 
P.O. Box 1450 
Alexandria, VA 22313-1450 

STATEMENT OF NO DECEPTIVE INTENT BY PERSON BEING DELETED BY 
AMENDMENT TO DELETE ORIGIN AL ERRONEOUSLY NAMED INVENTOR 
IN NONPROVmONAL APPLICATION - DECLARATION 

I, the person who is being deleted as an inventor by the amendment being 
submitted to . correct the inventorship of this application do hereby declare tiiat the 
inventorship error in including my name as an inventor on this application occurred 
without any deceptive intention on my part 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In re application of: Muriey, Kimberly 

Application No.: 10/686,251 Group No.: 

Filed: October 15, 2003 Examiner: 
For: Offset Seam Sewing Process 

Commissioner for Patents 
P.O. Box 1450 

Alexandria, VA 22313-1450 

STATEMENT AGREEING TO CHANGE OF INVENTORSHIP IN 
APPLICATION BY CORRECTLY NAMED INVENTOR 

I, an inventor signing below and who is correctly named in the above identified 
application, make the following statements in support of the Amendment to Delete 
Erroneously Named Inventor in Nonprovisional Application - Declaration which requests 
that Debra J. Tiensivu be deleted as an inventor: 

I agree to the change of inventorship of this patent. 

I have no disagreement in regard to the requested change of inventorship 
of this patent. 



Kimberly Mi 



DAV 

ROBERT C. COLLINS 
ROBERT L. FARRIS 
FRANCIS J. FOOALE 
WILLIAM H. FRANCIS 
WILLIAM H. GRIFFITH 
ANDREW M. GROVE 
GEORGE A. GROVE 
ERICT. JONES 
JOHN F. LEARMAN 
STEVEN L. PERMUT 
BRIAN L. RIBANDO* 
MATTHEW J. SCHMIDT 
WILLIAM J. SCHRAMM 
JAMES D. STEVENS 
STEVEN B. WALMSLEY* 
WILLIAM J. WAUGAMAN 
JOHN D. WRIGHT 

* MEMBER OF THE D.C. BAR 
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LAW OFFICES \ - 

Reising, Ethington, Barnes, Kisselle, P.C. 

PATENTS, TRADEMARKS AND COPYRIGHTS 

- SINCE 1865 - 

Columbia Center 
201 W. Big Beaver - Suite 400 
Troy, Michigan 48084 


MAIUNG ADDRESS: 
P.O. Box 4390 

Troy, Michigan 48099-4390 


TELEPHONE: (248) 689-3500 
FACSIMILE: (248) 689-4071 


www.reismg.com 


August 24, 2004 


SAG f NAW OFFICE: 
5291 COLONY DRIVE NORTH 
SAGINAW, MICHIGAN 4B603 
TELEPHONE: (989) 799-5300 
F AC SIMILE: (989) 792-6585 


STUART C. BARNES 
JOHN M. KISSELLE 
PAUL J. REISING 
PAULJ. ETHINGTON 


1910-1968 
1919-1980 
1963-1993 
1966-2003 


Mr. Robert Dunn 

Dinnin & Dunn PC 

2701 Cambridge Ct - Suite 500 

Auburn Hills, MI 48326 

Re: Kim Murlev 

Dear Mr. Dunn: 

I represent Kim Murley, and understand that Irvin Automotive Products (Irvin) filed a 
patent application entitled Offset Seam Sewing Process naming Ms. Murley as an inventor. I 
also understand that Debra Tiensivu has been named as a co-inventor on this patent application. 

Upon investigation into this matter, we find no evidence that Ms. Tiensivu is an inventor 
or co-inventor of any subject matter in this patent application. In fact, Ms. Tiensivu has executed 
a swom affidavit, attached as Exhibit A, that proves she is not an inventor at all, and cannot 
properly be named as an inventor for this patent application. And we understand that prior to 
executing this affidavit Ms. Tiensivu requested that Irvin delete her fi-om the listed inventors for 
this patent application. 

Indeed, it has become apparent that the inventive subject matter was wholly conceived by 
Ms. Murley, and that Ms. Murely is the true and sole inventor of the subject matter of the noted 
patent application. From our review of this matter we have determined that Irvin does not have 
any right, title or interest in or to the invention. Ms. Murley is not under any obligation to assign 
any portion of her rights in this invention to kvin, nor has she done so. Ms. Murley was not 
employed to invent, was not offered nor given any consideration that would be a basis for Irvin 
to claim any rights to the invention, and there is no basis for Irvin to claim a shop right or other 
limited interest in the invention. Since Irvin has no proprietary interest in tiie invention, it has no 
right to prosecute this appUcation. 

In view of at least the above, and to avoid the appearance of fi-aud in the USPTO, Ms. 
Murley demands that: 1) Irvin immediately delete Ms. Tiensivu from the named inventors of this 
application; 2) Irvin cease and desist from fiirther prosecution of the noted patent application, 
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Mr. Robert Dunn 
August 24, 2004 
Page 2 of 2 


and 3) Irvin permit Ms. Murley to continue prosecution of the noted patent application and all 
related applications. To facilitate correcting the inventorship error, I enclose a petition and 
appropriate declarations of Ms. Murley and Ms. Tiensivu (Exhibit B). 

Alternatively, Ms. Murley is, at this time, open to exploring amicable resolution of this 
matter v^ith Irvin, including possibly, granting an exclusive license to Irvin to practice her 
invention. I trust Irvin shares in Ms. Murley' s desire for amicable^ resolution and will respond 
accordingly. 

Should Irvin fail to adequately respond on or before September 2, 2004, we will advise 
Ms. Murley to make her position of record in the USPTO and otherwise seek all available 
remedies such as by, but not limited to, filing documents including the affidavit of Ms. Tiensivu 
in the patent office, provoking an interference, and filing a lawsuit. Should Irvin disagree with 
any of the assertions in this letter, it would be helpful if Irvin would state and support its position 
in return correspondence. 

If you have any questions, please do not hesitate to call me. 

Sincerely, 


MJS/jdg 
Enclosures 
cc. Kimberly Murley 


REISING, ETHINGTON, 
BARNES, KISSELtE, P.C. 



Matthew J. Schmidt 
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